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DETAILED ACTION 



Claims 1-28 are pending in the application. 



El ection/Res tri ctions 



Applicants' election with traverse of Group V and 
the species of Example 1 on page 21 (reproduced below) 
in the reply filed on December 1, 2004 was acknowledged 
in the previous Office Action. 



The requirement was deemed proper and made FINAL in 
the previous Office Action. 

Subject matter not embraced by elected Group V and 
claims 21-24 and 26-28 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being 
drawn to a nonelected inventions. Applicant timely 



Example 1 



n.. 
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traversed the restriction (election) requirement in the 
reply filed on December 1, 2004. 

On July 15, 2005, a Petition to the Commissioner 
under 37 CFR § 1.181 requesting withdrawal of the 
requirement for restriction of November 15, 2 004 was 
filed. 

On September 23, 2005, the Petition Decision 
granting the withdrawal of the restriction was mailed. 
The Decision states that the Examiner's restriction 
requirement of November 15, 2004 will be considered as 
an election of species requirement (see bottom of page 
2 of the Decision) . The Decision also states, "As 
applicants have elected a species and examination on 
the species has proceeded with the species currently 
being rejected over prior art, no further remedy need 
be considered at this time.'' See bottom of page 2 and 
top of page 3 of the Decision. 
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Therefore, as per the Decision grant of September 
23, 2005, subject matter not embraced by the elected 
species, the below identified expanded scope of 
examination, and claims 21-24 and 26-28 are withdrawn 
from further consideration pursuant to 37 CFR 1.142(b), 
as being drawn to a nonelected inventions. 

Expanded scope of examination: 

An ionic liquid wherein K+ is an 
imidazolium ring, an electrochemical cell 
comprising the ionic liquid wherein K+ is an 
imidazolium ring, a capacitor comprising the 
ionic liquid wherein K+ is an imidazolium ring 
and an electrolyte composition comprising the 
ionic liquid wherein K+ is an imidazolium ring. 



Rejections made in the previous Office Action that 
do not appear below have been overcome by Applicants' 
amendment to the claims. Therefore, arguments 
pertaining to these rejections will not be addressed. 
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Response to Amendment 

The Declaration under 37 CFR 1.132 filed June 4, 
2004 is insufficient to overcome the rejection of 
claims 1-7, 12 and 13 based upon a 35 USC § 103 
rejection over Koch et al . {U.S. Pat. 5,827,602} as set 
forth in the last Office action because in paragraphs 
numbered 2 and 3 on page 2 of the Declaration, 
additional pages are mentioned but were not provided 
with the Declaration, which had a total of 3 pages 
(including the signature page) . Applicants did not 
compare any of the exemplified compounds in the instant 
specification (e.g., Example 1 or Example 2 or Example 
3 on page 21 of the instant specification) . Applicants 
have not identified, or compared, the closest prior art 
example. Applicant relying upon comparative showing to 
rebut prima facie case must compare his claimed 
invention with the closest prior art. In re Holladay , 
199 USPQ 516, 1978 . 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) 
which forms the basis for all obviousness rejections 
set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-11, 14-18 and 25 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Koch et al . 
{U.S. Pat. 5,827,602} and in view of Heider et al . 
{U.S. Pat. 6,423,454}, Heider et al . {U.S. Pat. 
6,548,212} and Hilarius et al . {US 2002/0015883}. 

Determination of the scope and content of the prior art (MPEP 

§2141.01) 

Applicants claim an ionic liquid of formula (I) 
wherein K + is a imidazolium ring and A' is [PF X (C y F 2y+ i- 
z H 2 ) 6 -x]~. Koch et al . (columns 1 and 2; Table 3 in 
columns 9-10; and especially Example V in column 8) 
teach ionic liquids that are structurally similar to 
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the instant claimed liquids. Koch et al . teach an 
ionic liquid wherein the cation is an imidazolium 
(column 2, lines 40-45) and the anion is selected from 
(CF 3 ) 2 PF 4 V (CF 3 ) 3 PF 3 " / (CF 3 ) 4 PF 2 -, (CF 3 ) 5 PF- and (CF 3 ) 6 P" 
(column 3, lines 52-53) . 

Ascertainment of the difference between the prior art and the claims 

(MPEP §2141.02) 

The difference between the teachings in Koch et al . 
and the instant claimed invention is that the instant 
claimed invention is generically described in Koch et 
al . 

Finding of prima facie obviousness- -rational and motivation (MPEP 

§2142-2413) 

The indiscriminate selection of "some" among "many" 
is prima facie obvious, In re Lemin , 141 USPQ 814 
(1964) . The motivation to make the claimed compounds 
derives from the expectation that structurally similar 
compounds would possess similar activity (e.g., useful 
in batteries). Further, Heider et al . M54 (column 3, 
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lines 52-59), Heider et al . ^212 (column 1, lines 21- 
24; column 2, lines 13-27; and column 3, lines 2-37) 
and Hilarius et al . (page 1, paragraph [0009]; page 2, 
paragraphs [0034-0036] ) each teach the benefit of 
having a conductive salt (e.g., LiPF 6 or LiBF 4 ) and an 
isocyanate in electrolyte compositions. Also see in 
the instant specification on page 4. 

One skilled in the art would thus be motivated to 
prepare products embraced by Koch et al . , and 
especially in view of the teachings in Heider et al . 
M54, Heider et al. *212 and Hilarius et al . , to arrive 
at the instant claimed products with the expectation of 
obtaining additional beneficial products which would be 
useful in batteries. The instant claimed invention 
would have been suggested and therefore, obvious to one 
skilled in the art. A strong case of prima facie 
obviousness has been established. 
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Response to Arguments 

Applicants' arguments filed July 15, 2005 have been 
fully considered. Applicants argue that Koch et al . do 
not have a specific teaching of an anion selected from 

(CF 3 ) 2 PF 4 ", (CF 3 ) 3 PF 3 \ (CF 3 ) 5 PF~ and (CF 3 ) 6 P\ In 
response, column 3, lines 52-53, Koch et al . do teach 
an anion selected from (CF3) 2 PF4~, (CF 3 ) 3 PF 3 ", (CF 3 ) 4 PF 2 ~, 

(CF 3 ) 5 PF" and (CF 3 )sP~. Said anions taught in Koch et 
al . is embraced by the definition of the instant A" 
variable . 

Applicants argue that it is by now well settled law 
that the mere disclosure of a broad chemical genus, in 
and of itself, does not render obvious every species 
encompassed therein but instead, there must be some 
motivation that would lead one to select the particular 
species. Applicants argue that in the instant case, 
when one compares the specific imidazolium compounds 
disclosed by Koch et al . in Examples I, III, IV and V, 
these compounds of Koch et al . do not suggest the 
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compounds claimed by Applicants. Applicants further 
argue that the rejection of record presents no 
rationale as to how one of ordinary skill in the art 
would arrive at an embodiment in accordance with 
Applicants' claimed invention. Applicants additionally 
argue that only anions are listed in column 3, lines 
52-53 and in Table 3 (columns 9-10) and that Koch et 
al. do not lead one of ordinary skill in the art to the 
cations described in Applicants' claims 4 and 5. 
Applicants argue that the secondary references fail to 
provide any motivation to select a compound of 
Applicants' claimed invention from the generic 
disclosure of Koch et al . 

All of Applicants' arguments have been considered 
but have not been found persuasive. The factual 
inquiries set forth in Graham v. John Deere Co., 
383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness 
under 35 U.S.C. 103(a) are summarized as follows: 
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1. Determining the scope and contents of the prior 
art . 

2. Ascertaining the differences between the prior 
art and the claims at issue. 

3. Resolving the level of ordinary skill in the 
pertinent art. 

4. Considering objective evidence present in the 
application indicating obviousness or 
nonobviousness . 



1. Determining the scope and contents of the prior 
art. 

Applicants claim an ionic liquid of formula (I) 
wherein K + is a imidazolium ring and A" is [PF X (C y F 2y+ i- 
Z H Z ) 6 . X ]~. Koch et al . (columns 1 and 2; Table 3 in 
columns 9-10; and especially Example V in column 8) 
teach ionic liquids that are structurally similar to 
the instant claimed liquids. Koch et al . teach an 
ionic liquid wherein the cation is an imidazolium 
(column 2, lines 40-45) and the anion is selected from 
(CF 3 ) 2 PF 4 ' / (CF 3 ) 3 PF 3 ~, (CF 3 ) 4 PF 2 \ (CF 3 ) 5 PF' and (CF 3 ) 6 P" 
(column 3, lines 52-53) . 

2. Ascertaining the differences between the prior art 
and the claims at issue. 
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The difference between the teachings in Koch et al . 
and the instant claimed invention is that the instant 
claimed invention is generically described in Koch et 
al. 

3 . Resolving the level of ordinary skill in the 
pertinent art. 

The indiscriminate selection of "some" among "many" 
is prima facie obvious, In re Lemin , 141 USPQ 814 
(1964) . By picking and choosing, one skilled in the 
art arrives at the instant claimed invention. The 
motivation to make the claimed compounds derives from 
the expectation that structurally similar compounds 
would possess similar activity (e.g., useful in 
batteries) . 

4. Considering objective evidence present in the 
application indicating obviousness or 
nonobviousness . 

One skilled in the art would thus be motivated to 
prepare products embraced by Koch et al . , and 
especially in view of the teachings in Heider et al . 
M54, Heider et al . '212 and Hilarius et al . , to arrive 
at the instant claimed products with the expectation of 
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obtaining additional beneficial products which would be 
useful in batteries. Therefore, each of the factual 
inquiries set forth in Graham v. John Deere Co., 
383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness 
under 35 U.S.C. 103(a) have been met. As stated in the 
previous Office Action, it is well established that 
consideration of a reference is not limited to the 
preferred embodiments or working examples, but extends 
to the entire disclosure for what it fairly teaches, 
when viewed in light of the admitted knowledge in the 
art, to person of ordinary skill in the art. In re 
Boe, 148 USPQ 507, 510 (CCPA 1966) . It would appear 
that Applicants' are arguing that if a rejection under 
35 USC § 102 can not be made, than a rejection under 35 
USC § 103 should not be made. However, this is not one 
of the factual inquiries set forth in Graham v. John 
Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), that are 
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applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a). 

Applicants argue that Koch et al . do not lead one 
of ordinary skill in the art to the cations described 
in Applicants' claims 4 and 5. In response, Koch et 
al . teach that the imidazolium can be substituted with 
a group such as a phenyl group. See the definition of 
Ri-R 5 at the bottom of column 2 in Koch et al . 
Additionally, the test for combining references is not 
what individual references themselves suggest but 
rather what the combination of disclosures taken as a 
whole would suggest to one of ordinary skill in the 
art. In re McLaughlin , 170 USPQ 209 (1971). While a 
deficiency in a reference may overcome a rejection 
under 35 U.S.C. § 103, a reference is not overcome by 
pointing out that a reference lacks a teaching for 
which other references are relied. In re Lyons , 150 
U.S.P.Q. 741, 746 (C.C.P.A. 1966). For all the reasons 
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given above, the instant claimed invention is found to 
have been obvious over the cited prior art. 

Allowable Subject Matter 

The elected species of Example 1, on page 21 of the 
instant specification, is allowable over the art of 
record. 

Claims 12, 13, 19 and 20 are objected to as being: 
(1) dependent upon a rejected base claim,* and (2) 
containing nonelected subject matter, but would be 
allowable if rewritten in independent form including 
all of the limitations of the base claim and any 
intervening claims. 

Conclusion 

Applicants' amendment necessitated the new 
ground(s) of rejection presented in this Office action. 
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Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of 

time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this 
final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first 
reply is filed within TWO MONTHS of the mailing date of 
this final action and the advisory action is not mailed 
until after the end of the THREE -MONTH shortened 
statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, 
and any extension fee pursuant to 37 CFR 1.136(a) will 
be calculated from the mailing date of the advisory 
action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the 
date of this final action. 
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This application contains subject matter and claims 
21-24 and 26-28 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being 
drawn to a nonelected inventions. A complete reply, if 
any, to the final rejection must include cancellation 
of nonelected claims (37 CFR 1.144) See MPEP § 821.01. 



Any inquiry concerning this communication or 
earlier communications from the examiner should be 
directed to Laura L. Stockton whose telephone number is 
(571) 272-0710. The examiner can normally be reached 
on Monday-Friday from 6:15 am to 2:45 pm. If the 
examiner is out of the Office, the examiner's 
supervisor, Joseph McKane, can be reached on 
(571) 272-0699. 

Information regarding the status of an application 
may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for 
published applications may be obtained from either 
Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact 
the Electronic Business Center (EBC) at 866-217-9197 
(toll-free) . 



Application/Control Number: 09/877,259 
Art Unit: 1626 



Page 18 



The Official fax phone number for the organization 
where this application or proceeding is assigned is 
(571) 273-8300. 





jaura L. Stockton, Ph.D. 
Patent Examiner 
Art Unit 1626, Group 1620 
Technology Center 1600 



December 27, 2005 



